Protecting Your
Trademark in China

‘ CHINA NATIONAL INTELLECTUAL
“x PROPERTY ADMINISTRATION

/7Y A PUBLICATION OF BELT AND ROAD
#%.c. INTELLECTUAL PROPERTY COOPERATION

>



Chapter I: Trademark-Related Laws and Authorities in China............

Chapter II: Basic Information on Trademark Registration

System iN ChiNa .....o.eecvieecriece ettt e
Chapter III: Application for Trademark Registration ...........ccccueue.e..
Chapter IV: Review of Refusal of a Trademark Application...............
Chapter V: Trademark Opposition and Invalidation...........cccc.eeeun....
Chapter VI: Renewal of Registered TrademarK ........cc.ccceeeereverreesnee.
Chapter VIL:Alteration of Registered TrademarKk...........ccccceeveuenennass
Chapter VIIL: Trademark AssigNmenNt ........ccc.eevveeecereeeeeieeenneesennnen
Chapter IX: Trademark Cancellation...........cc.ueveveeeeeneeeecverieeceieeeenns

Chapter X: Recordation of Trademark License ........c..ccovveeeeueneennns

Chapter XI: Withdrawal of Trademark Application and

De-registration of Registed Trademark .........ccccoerveenuc.

Chapter XII: Protection of Registered Trademark .........ccccecoeeuveennae.

11

16

18

24

27

30

32

35

37

39



2

BELT AND ROAD
Intellectual Property Cooperation

Chapter I:
Trademark-Related Laws and Authorities in China

Chinese Trademarks

Right granting & confirmation Trademark protection

Administrative Judicial
protection protection

China National Intellectual Local

Property Administration Administration of G ozel

people's courts

(CNIPA) Market Regulation

Beijing IP Court

Beijing High People’s Court

1. Main laws and regulations related to trademarks

The basic and most important law for trademark registration and
protection in China is the Trademark Law of the People’s Republic of
China (Trademark Law) as well as the Implementing Regulations for
the Trademark Law of the People’s Republic of China (Implement-
ing Regulations). Meanwhile, China is a member state of the Madrid
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CNIPA Headquarters

Agreement Concerning the International Registration of Marks and
Protocol Relating to the Madrid Agreement Concerning the Interna-
tional Registration of Marks.

2. Authorities related to trademark right granting, confir-
mation and protection

(1) Authority for trademark right granting and confirmation

The China National Intellectual Property Administration (CNIPA)
is the only competent authority to receive and examine trademark
right granting and confirmation cases in China. The Trademark Office,
a subordinate unit of CNIPA, is responsible for trademark registration
and administration, e.g. conducting trademark examination and issu-
ing review and adjudication decisions.

If any concerned party is dissatisfied with a trademark review and
adjudication decision of CNIPA, that party may file an administrative
lawsuit with the competent court in accordance with the law. In such

2
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a lawsuit, CNIPA is the defendant, and the adverse party, if any, is a

third party. According to the Provisions of the Supreme People's Court

on the Jurisdictions over Cases by Intellectual Property Courts in Bei-

jing, Shanghai and Guangzhou, the Beijing Intellectual Property Court

(“Beijing IP Court”) is the only competent first instance court to accept

any administrative lawsuits on CNIPA decisions, including those

related to trademarks. The second instance court is the Beijing High

People’s Court.

(2) Authorities for trademark protection

In the case of trademark infringement, a right holder may seek ad-

ministrative or judicial protection in China for his/her trademark.

Please refer to Chapter XII for more detailed information.

Competent authority
Administrative 1. Local intellectual property administrative authorities
protection 2. Local customs authorities
Judicial protection | Competent people's courts at different levels
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Chapter II:
Basic Information on Trademark
Registration System in China

Types of trademarks
in China

By subject of use

By purpose of application
and the way they are used

By constituent
elements

Text, graph, ity Collective TMs [ Certification TMs
alphabetic letter, sTlEen (including GI (including GI
number collective TMs) { certificationTMs)

TMs for goods TMs for services

1.Ways for a foreign applicant to register a trademark in
China

There are two ways for a foreign applicant to register a trademark in
China.

(1) Direct national application

An applicant may directly file an application for trademark registra-
tion with CNIPA. A foreign applicant shall entrust a duly-established
trademark agency to apply for trademark registration and handle oth-
er trademark-related matters in China. The list of Chinese trademark
agencies recorded in CNIPA can be viewed on the official website of
the Trademark Office of CNIPA (http://sbj.cnipa.gov.cn/sbdl/, only in
Chinese).



7

BELT AND ROAD
Intellectual Property Cooperation

| |
i |

Service hall at the Trademark Office of CNIPA

(2) International registration

An applicant may also file, with the World Intellectual Property Or-
ganization (WIPO), an international trademark registration under
the Madrid System and designate China. Please see details relating
to international registration at WIPQO's website (Www.wipo.int) and the
website of the Trademark Office of CNIPA (http://sbj.cnipa.gov.cn/gjzc/).

2. Eligibility of trademark applicant

Any individual, legal person or other organization can apply for trade-
mark registration in China, separately or jointly. In the case of a joint
application, all applicants jointly enjoy and exploit the exclusive right
to use the trademark after it is approved for registration.

3. Rule of first-to-file

In China, use is not a pre-condition for trademark application or reg-
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istration. China adopts a first-to-file rule. However, under certain
conditions, a level of protection is given to earlier-used trademarks,
such as a trademark that has been used earlier and has gained certain
influence in the market, or an unregistered well-known trademark.

4. Types of trademarks

Subject to Article 8 of the Trademark Law, any signs, including words,
graphs, letters, numbers, three-dimensional symbols, color combina-
tions, sound or any combination thereof, that are capable of distin-
guishing the goods or services of a natural person, legal person or oth-
er organization from those of others, may be applied for registration as

trademarks.
Joyoung 8 - ®
Siegel+Gale X35 %

Simple is smart.

Examples of trademarks for goods, services and collective and
certification trademarks

Subject to Article 3 of the Trademark Law, trademarks registered with
the approval of CNIPA include trademarks for goods and trademarks
for services, as well as collective trademarks and certification trade-
marks.

Collective trademarks and certification trademarks

“Collective trademarks” refer to signs that have been registered in the
name of groups, associations, or other organizations, and which are
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intended to be used by members of such organizations in commercial
activities to indicate the organization membership of users.

“Certification trademarks” refer to signs that are controlled by orga-
nizations having the capacity for supervision over certain goods or
services and which are used by organizations or individuals other
than such controlling organizations on goods or services to certify the
origin, raw materials, manufacturing method, quality, or other char-
acteristics of such goods or services.

Gl certification trademarks and Gl collective trademarks

The Trademark Law also provides protection mechanisms for geo-
graphical indications (GIs). GIs may be applied for registration as certi-
fication trademarks or collective trademarks. Where a foreign enter-
prise or other foreign organization applies for the registration of a GI
in China, it shall provide proof that such a Gl is protected by laws in its
own name in its country of origin.

5. Signs which shall not be used as trademarks

Subject to Article 10 of the Trademark Law, the following signs shall
not be used as trademarks:

(1) Those identical with or similar to the State name, the national flag,
emblem or anthem, the military flag, emblem or songs, or medals of
the People’s Republic of China; or those identical with the names or
emblems of Central State organs, the names of the specific locations
where the Central State organs are seated; or those identical with the
names or designs of landmark buildings;

(2) Those identical with or similar to the State name, national flag, na-
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tional emblem or military flag etc., of a foreign country, except with
the consent of the government of that country;

(3) Those identical with or similar to the name, flag or emblem of an
international inter-governmental organization, except with the con-
sent of that organization or except where it is unlikely to mislead the
public;

(4) Those identical with or similar to an official mark or inspection
stamp that indicates control and guarantee, except where authorized;

(5) Those identical with or similar to the symbol or name of the Red
Cross or the Red Crescent;

(6) Those having the nature of discrimination against any nationality;

(7) Those that are deceptive and are likely to mislead the public in
terms of the quality, place of production or other characteristics of the
goods /services; and

(8) Those detrimental to socialist ethics or customs, or having other

unwholesome influences.

No geographical names of administrative divisions at or above the
county level and foreign geographical names known to the public
shall be used as trademarks, except where geographical names have
other meanings or constitute part of a collective mark or certification
mark. Registered trademarks that use geographical names shall re-
main valid.
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6. Signs which shall not be registered as trademarks

Subject to Article 11 of the Trademark Law, the following signs shall
not be registered as trademarks:

(1) Where the mark bears only generic name, design or model number
of the goods /services concerned;

(2) Where it only directly indicates the quality, principal raw mate-
rials, function, use, weight, quantity or other features of the goods /
services; and

(3) Marks that otherwise lack distinctive features.

Any mark mentioned in the preceding paragraph may be registered
as a trademark where it has acquired distinctive features through use
and is readily identifiable.

7. The classification of goods and services

China is a member state of the Nice Union and adopts the Internation-
al Classification of Goods and Services for the Purposes of the Registra-
tion of Marks (the Nice Classification) . The current Nice Classification
divides goods and services into 45 classes, including classes 1-34 for
goods and classes 35-45 for services. Based on the Nice Classification,
CNIPA also includes names of goods and services commonly and spe-
cially used in China and further divides each class into subgroups of
similarity, thus formulating the Classification Table of Similar Goods
and Services (the Classification Table). The Classification Table is a very
useful tool for trademark application and examination.
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8. Means for filing a trademark application

An applicant may file a trademark application either electrically or in
paper form. Because of the convenience and efficiency of electronic
filing, the vast majority of trademark applications are filed electroni-

cally nowadays.

9. Territorial protection scope of Chinese trademark regis-
tration

A registered trademark approved by CNIPA is valid in China’s main-
land.

10. Process Diagram of Trademark Registration in China

Application filed

1.Whether documents are complete
. el and acceptable
4 ------ e atiZn 2.Whether goods/service names
are acceptable
Office Action Subst'anti've 1. Absolute grounds
examination 2.Relative grounds

Total
refusal

Preliminary approval
publication

Partial
refusal

Registration
publiction

Opposition

Review of
refusal

Cancellation
request

Only by the Opposition Invalidation Cancellation
opposed party review request review

v

First instance: Beijing IP Court

Second instance: Beijing High People’s
Court

10
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Chapter III:
Application for Trademark Registration
Documents 1. TM registration application form (for
preparation and |[JEisS@iiht-gelelvy}
filing 2. Identity document
3. Power of Attorney
Correction Formality 4. Priority document (if priority is claimed)

Notification examination

1.Whether documents are complete
and meet relevant requirements

2. Whether trademark specimens are
acceptable

3. Whether goods/service names a
acceptable

Notification of
acceptance

re
W

1. Absolute grounds
2. Relative grounds 5

Substantive
examination

Total refusal LRl
refusal

Accepted 5

Office Action Zus

Preliminary approval

publication

Registration
publication
1. Documents required for trademark application

Where an applicant files an application for trademark registration, the
following documents shall be submitted:

(1) An application form for trademark registration (only if the applica-
tion is filed in paper; if the application is filed electronically, the appli-
cation particulars can be input in the electronic filing system and an
application form is not needed)

(2) A photocopy of the applicant’s identity document and the corre-
sponding Chinese translation if it is in a foreign language;,

1
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(3) A signed Power of Attorney (if a trademark agency is used);

(4) Supporting documents of the right of priority where the applicant
claims the right of priority, which can be submitted at the time of fil-
ing the application or within three months from the application date.

2. Examination period of an application for trademark reg-
istration

Subject to Article 28 of the Trademark Law, CNIPA shall complete the
examination of a trademark registration application within 9 months
from the date of receiving the application. According to the current
practice, the substantive examination is completed in approximately 4
months from the application date.

3. Examination of applications for trademark registration

An application for trademark registration filed by an applicant is first
subject to the formality examination by CNIPA. If the application
meets the formality requirements, it will be accepted and a notifi-
cation of acceptance will be issued. In the process of the formality
examination, if CINPA holds that some corrections should be made, it
will issue a Correction Notification requesting the applicant to make
corrections within 30 days upon receipt of the notification. Where the
applicant fails to make corrections within the specified time limit or
the corrections made fail to meet the requirement, the application will
not be accepted by CNIPA.

After accepting the application, CNIPA will carry out substantive ex-
amination with respect to both absolute and relative grounds.

12
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Absolute grounds and relative grounds

The absolute grounds involve the violation of provisions on distinctiveness,
non-functionality and protection of public interests under the Trademark Law,
and does not consider the impact on a specific right holder. Such grounds may
relate to the following provisions:

1. Article 4 of the Trademark Law: A bad-faith application for trademark regis-
tration not filed for the purpose of use.

2. Article 10 of the Trademark Law: signs that shall not be used as a trademark.
3. Article 11 of the Trademark Law: signs that shall not be registered as a trade-
mark.

4. Article 12 of the Trademark Law: three-dimensional signs that are functional
and shall not be registered as a trademark.

5. Article 19 (the 4th paragraph) of the Trademark Law: trademarks applied in
the name of a trademark agency but on goods/services other than agency ser-
vices in class 45.

6. Article 44: trademarks obtained by deception or other improper means.

The relative grounds involve infringement of a specific party’s prior trademark
rights or other existing prior rights. Such grounds may relate to the following
provisions:

1. Article 13 of the Trademark Law: infringing upon others’ prior well-known
trademark.

2. Article 15 of the Trademark Law: being a trademark of another party with
which the applicant has an agency, representative or other business relation-
ship.

3. Article 16 of the Trademark Law: infringing upon others’ geographical indica-
tion right.

4. Articles 30 & 31 of the Trademark Law: infringing upon others’ prior regis-
tered or applied trademark right.

5. Article 32 (first part) of the Trademark Law: infringing upon existing prior
rights of others' other than a trademark right

6. Article 32 (second part) of the Trademark Law: identical or similar to trade-

marks that have been used and have obtained a certain influence already be-

forehand.

13
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An example of Chinese trademark registration certificate

The substantive examination will lead to three possible results, pre-
liminary approval, partial refusal and total refusal. Where an applica-
tion is totally or partially refused and the applicant is dissatisfied with
the refusal, a review of refusal may be filed within 15 days from the
date on which the applicant receives the refusal notification. Where
an application is partially refused, the applicant may divide the appli-
cation into two parts, i.e. the preliminarily approved part, which may
be published separately; and the refused part, which will be subject
to the review proceedings. After the division, the two parts will share
the original application date but become two separate applications.

14



Vs,

BELT AND ROAD
Intellectual Property Cooperation

Where an application is preliminarily approved, it will be published

for 3 months, within which a third party may file an opposition. If no

opposition is filed upon expiry of the publication period, CNIPA will

approve the registration application, issue the registration certificate

and publish the registration.

4. Term of validity of registered trademark

Subject to Article 39 of the Trademark Law, the term of validity of a reg-
istered trademark shall be 10 years from the date of approval for registra-

tion.

Items subject to check in formality examination and substantive examination

The formality examination checks the following items:
1. Whether the documents are complete and meet the

Formality -
examination requirements.
2. Whether the trademark specimen is acceptable.
3. Whether the names of goods/services are acceptable.
The substantive examination checks the following
items:
1. Whether the trademark violates the prohibitory pro-
visions of the Trademark Law.
2. Whether the trademark has legal constituent ele-
ments and whether it has distinctive features.
Substantive 3. Whether a three-dimensional trademark has func-
examination tionality.
(absolute 4. Whether the trademark is identical with or similar
grounds and to a trademark of another person on identical or similar
relative grounds) goods/services that has been applied for or registered

earlier.

5. Whether the application is filed with bad faith and
not for the purpose of use.

6. Whether the application is filed on goods/services
other than the agency services in class 45 if the appli-
cant is a trademark agency.

1
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Chapter IV:
Review of Refusal of a Trademark Application

Application for Review of refusal filed

Examination

.

Preliminarily approved Partial refusal L OHIIEIE

- Accepted
Preliminary approval
| [ d
publication Not accepted

Registration publication

First instance: Beijing IP Court

Second instance: Beijing High People’s Court

1. Time limit for filing a review of refusal

Subject to Article 34 of the Trademark Law, where an application is
refused and the applicant is dissatisfied with the refusal, a review of
refusal may be filed within 15 days after the applicant receives the
refusal notification. If the applicant intends to supplement relevant
documents and evidence, such intention should be declared when the
review application is filed and such documents and evidence should
be submitted within 3 months from the date on which the review is
filed.

16
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Trademark examiner's office

2. Examination period of a review of refusal

Subject to Article 34 of the Trademark Law, CNIPA shall make a deci-
sion on review of refusal within 9 months from the date of receiving
the review application. Where it is necessary under special circum-
stances, an extension of 3 months may be granted upon approval.

According to the current practice, the examination of a review of re-
fusal is normally completed within 6 months.

3. Examination results of a review of refusal

There are three possible results on a review of refusal, namely prelim-
inary approval, total refusal and partial refusal.

Where the applicant is dissatisfied with the decision on review of
refusal, an administrative lawsuit may be brought to the Beijing IP
Court within 30 days from the date on which the applicant receives
the decision. If no lawsuit is filed within the time limit, the decision on

review of refusal will become effective.

17
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Chapter V:
Trademark Opposition and Invalidation

When to file a trademark opposition and invalidation?

. Within 3 months from the date of publication of
Opposition .
the preliminary approval

Invalidation based on absolute | Any time after a trademark is granted for regis-
grounds tration

Within 5 years upon the registration of the
Invalidation based on relative | trademark. Where a registration is obtained in
grounds bad faith, the owner of a well-known trademark

is not bound by the 5-year restriction.

A trademark opposition is filed against a trademark which is prelimi-
narily approved but not yet registered, while a trademark invalidation
is filed against a registered trademark. The grounds for trademark op-
position and invalidation are almost the same, including both absolute
grounds and relative grounds.

1. Grounds for trademark opposition and invalidation and
eligibility of petitioner

Subject to Articles 33 and 44 of the Trademark Law, any organization
or individual may apply for an opposition or invalidation based on the
following absolute grounds:

® A trademark is filed in bad faith and is not for the purpose of use;
® A trademark is contrary to provisions concerning signs prohibited
from registration;

® A trademark is contrary to provisions concerning signs prohibited

18
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from use;

® A three-dimensional sign is contrary to restrictive conditions;

® The trademark agency violates relevant codes of conduct;

® A trademark is registered by fraudulent or other illegitimate means.

Subject to Articles 33 and 45 of the Trademark Law, a holder of prior
rights or an interested party may file an opposition or invalidation on
the following relative grounds:

® A trademark infringes upon a prior trademark of another person;

o A trademark infringes upon a prior right of another type;,

® A trademark is applied or registered in improper means and is sim-
ilar to a trademark of another person that has already been used and
has gained certain influence before its application date;

® The trademark is contrary to provisions concerning protection of
well-known trademarks;

® The trademark is contrary to provisions concerning geographical
indications.

2. Application and examination process for a trademark op-
position

Subject to Article 33 of the Trademark Law and Article 27 of the Im-
plementing Regulations, an opposition shall be filed within 3 months
after a trademark application is published for preliminary approval.
Where the petitioner needs to supplement related evidence, a state-
ment shall be made in the application for trademark opposition, and
the evidence shall be submitted within 3 months after the opposition
isfiled.

If the opposition meets the requirements for acceptance, CNIPA will

19
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promptly send a copy of the opposition materials to the respondent,
who is required to respond within 30 days after receiving the copy of
the opposition materials. Where the respondent needs to supplement
related evidence after making a response, a statement shall be made
in the response, and the evidence shall be submitted within 3 months
from the date on which the response is filed.

Where the respondent fails to make a response, the making of a deci-
sion by CNIPA shall not be affected.

Subject to Article 35 of the Trademark Law, where an opposition is
filed and accepted, CNIPA shall make a decision on whether or not to
approve the registration of the trademark within 12 months from the
expiry date of the publication period. Where it is necessary, an exten-
sion of 6 months for examination may be granted upon approval.

Based on the facts and grounds stated by the petitioner and the re-
spondent and after investigation and verification, CNIPA will make a
decision of approval of registration, or total refusal, or partial refusal.
Where the petitioner is dissatisfied with the decision of approval of
registration or partial refusal, the petitioner may start an invalidation
process after the registration is published. Where the respondent is
dissatisfied with the decision of total refusal or partial refusal, the re-
spondent may file a request for review.

3. Application and examination process for trademark in-
validation

Subject to Articles 44 and 45 of the Trademark Law as well as Article
59 of the Implementing Regulations, an invalidation based on absolute

20
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Opposition application filed

Application accepted and the
respondent responded

Opposition decision made

V4

All approved for registration Partial refusal

Total refusal

Not accepted,

Registration publication

Review of opposition

Only respondent is
entitled to start such
procedures

First instance: Beijing IP Court

Second instance: Beijing High People’s Court

grounds may be filed any time after a trademark is registered but an
invalidation based on relative grounds shall be filed within 5 years
with the exception that a well-known trademark right holder is not
subject to the abovementioned time limit in relation to a trademark

21
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registered in bad faith by copying or mimicking that well-known
trademark. If the applicant needs to supplement relevant documents
and evidence, it shall be declared when the invalidation is filed and
done within 3 months after the invalidation is filed.

After accepting the invalidation request, CNIPA will notify the
trademark registrant to respond within 30 days upon receiving the
notification. Where the registrant declares to supplement documents
and evidence in the response, a 3-month period is also given to the
registrant to do so. The registrant’s failure to respond will not affect
CNIPA’s rendering of a decision. The response of the registrant will be
forwarded to the petitioner of the invalidation for cross-examination.

Subject to Article 44 of the Trademark Law, CNIPA shall make a deci-
sion within 9 months upon receiving an invalidation request based on
absolute grounds. Where it is necessary, an extension of 3 months for
examination may be granted upon approval. In the situation that the
invalidation is based on relative grounds, CNIPA shall make a decision
within 12 months upon receiving the request pursuant to Article 45 of
the Trademark Law. Where it is necessary, an extension of 6 months
for examination may be granted upon approval in such a case.

Any party concerned may appeal to the court by bringing an admin-

istrative lawsuit if that party is dissatisfied with the invalidation deci-
sion.

22
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Invalidation request filed

Invalidation request accepted
and registrant responded

Invalidation requester to cross
examine registrant’s response

Invalidation decision made

Partially invalidated otally invalidated

Registration maintained

Any party may appeal to court if
dissatisfied with the decision

First instance: Beijing IP Court

Second instance: Beijing High People’s Court
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Chapter VI:
Renewal of Registered Trademark

Registration date

ol |y

12 months

Renewal

Expiry date application filed

Renewal approval and
publication

6 months _

| AIAC C I —— — — — — — — — —

period for renewal
New expiry date
after renewal

1. Term of validity of registered trademark

Subject to Article 39 of the Trademark Law, the term of validity of a
registered trademark shall be 10 years from the date of approval of
registration. Each renewal of registration will allow another 10- year

term.

2. Time limit for filing trademark renewal

Time limit: within 12 months prior to the expiry date.
Grace period: 6 months after the expiry date.

An application for renewal of a trademark registration shall be filed

by the trademark registrant within 12 months prior to the expiry
date. Where no application has been filed within said period, a grace

24
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period of 6 months may be granted. Where no application for renewal
has been filed before the expiration of the grace period, the registered
trademark will be de-registered.

3. Documents required for trademark renewal

Where an applicant files an application for trademark renewal, the

following documents shall be submitted:

(1) An application form of trademark renewal (only if the application
is filed in paper; if the application is filed electronically, the trademark
particulars can be input in the electronic filing system and an applica-

tion form is not required);

(2) A copy of the applicant’s identity document and the corresponding
Chinese translation if it is in a foreign language;

(3) A signed Power of Attorney (if a trademark agency is used).

4. Certification and publication of trademark renewal

CNIPA shall issue a renewal certification and publish the same where

it decides to approve the application for renewal.

25
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Building of the Trademark Office of CNIPA

5. Notes on trademark renewal

(1) An application for trademark renewal shall be filed by the trade-
mark registrant. If a trademark to be renewed is jointly owned, the
application for renewal shall be filed by a representative among the
joint registrants. Where no representative is designated, the registrant
listed in the front in the registration application shall be the represen-
tative;

(2) Details of the applicant on the documents for renewal shall be
consistent with records archived by CNIPA. If the trademark is in the
process of name/address change or assignment, the application for re-
newal can be filed in the name of the registrant with the information
after change or in the name of the assignee.

26
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Chapter VII:
Alteration of Registered Trademark

';?g;?éﬁglfg; Items which may be changed:

1. name

2.address
1. Whether documents are compelete 3. rules on the administration of use
and meet requirements BamtnEten of a collective or certification TM
2.In case of name or address change, 4. member list for a collective TM
whether all registrations of the same 5.trademark agency or domestic

receiver for documents

registrant are altered all together
Approval and 6. deletion of goods/service item»
publication

1. Particulars of registered trademark that may be altered

Subject to Article 41 of the Trademark Law, “where the name or ad-
dress of the owner of a registered trademark or other particulars of
the registration needs to be altered, an application for alteration shall
be filed”. The following particulars of a registered trademark may be
altered:

(1) Name of the trademark applicant/registrant;

(2) Address of the trademark applicant/registrant;

(3) Rules on the management of use of a collective or certification
trademark;

(4) Member list of a collective trademark;

(5) Trademark agency or domestic receiver of documents;

(6) Deletion of item(s) of goods/services.

27
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2. Documents required for alteration

When fling an application for trademark alteration, the applicant
shall submit a copy of the applicant’s identity document together with
its corresponding Chinese translation if it is in a foreign language and
a signed Power of Attorney if a trademark agency is used. In addition,

(1) Where the name of the trademark applicant/registrant is changed,
the certification document issued by the relevant business registra-
tion authority to prove the change of name and the corresponding
Chinese translation (where it is in a foreign language) should also be
submitted. If the applicant/registrant only needs to change the Chi-
nese translation of the name, they should submit a declaration about
their application to change the Chinese translation of the name and
the Chinese translation of the declaration (where the original declara-
tion is in a foreign language);

(2) Where the rules on the management of use of a collective or
certification trademark are changed, the amended rules and their
corresponding Chinese translation (where the rules are in a foreign
language) should also be submitted. If said rules involve a change in
the geographical scope of a geographical indication, the certification
document for such a change in the original country and the corre-
sponding Chinese translation (where it is in a foreign language) should
be submitted;

(3) Where the member list of a collective trademark is changed, the

amended member list and its Chinese translation (where it is in a for-
eign language) should also be submitted.
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3. Certification and publication of trademark alteration

Where an application for alteration is approved, CNIPA shall issue a
certification of alteration and publish the same.

4. Alterations to be made all together

Subject to Article 30 of the Implementing Regulations, where the
name or address of a trademark registrant is changed, the change in
respect of all the registered trademarks of the trademark registrant
shall be made all together; where the change is not made all together,
CNIPA shall notify the trademark registrant to do so within a speci-
fied time limit; where the registrant fails to do as required at the ex-
piration of the time limit, the application for alteration is considered

abandoned.
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Chapter VIII:
Trademark Assignment
Assignment application
filed
Documents required:
1. Whether documents are complete 1. identity documents

and meet req.uir'ements ) Examination 2. power of attorney
2. Whether similar TMs are assigned 3. consent declaration for electronic
together filing or assignment application
Approval snd form for paper filing
publication

1. Documents required for trademark assignment

The following documents are required to assign a trademark:

(1) Copies of the identity documents of the assignor and the assignee
and the Chinese translation thereof (where they are in a foreign lan-
guage);

(2) Power of Attorney signed by the assignor and the assignee (where
atrademark agency is used);

(3) A declaration of consent for assignment jointly signed by the as-
signor and the assignee for electronic filing, or an assignment appli-
cation form jointly signed by the assignor and the assignee for paper
filing;
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(4) For an assignment as a result of inheritance or separation or merger
of an enterprise, the assignor does not need to sign or provide the docu-
ments stated in paragraphs (2) and (3), but are required to provide relevant
certification documents or legal instruments as well as the Chinese trans-
lation thereof (where they are in a foreign language).

2. Certification and publication of trademark assignment

Where an application for trademark assignment is approved, CNIPA
shall issue an assignment certification and publish the assignment.
The assignee shall enjoy the exclusive right to use the trademark
starting from the date of such publication.

3. Assignments to be made all together

Subject to Article 42 of the Trademark Law and Articles 31 and 32 of
the Implementing Regulations, where a trademark is assigned, all of
the assignor’s registered trademarks that are identical with or similar
to the assigned trademark in respect of the same or similar goods/ser-
vices shall be assigned all together; where such registered trademarks
are not assigned all together, CNIPA shall notify the assignor and the
assignee to do so within a specified time limit; where the parties fail
to act as required at the expiration of the time limit, the application
for assignment shall be considered abandoned. Alternatively, the
registrant may choose to de-register unwanted trademarks instead of
filing an application for assignment.
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Chapter IX:
Trademark Cancellation

When to file a trademark cancellation application?

Cancellation
on the grounds that a trademark has At any time after a trademark is
become a generic name of the desig- granted for registration
nated goods/services
-For a national registration: after 3
years upon registration
-For an international registration:
Cancellation after 3 years upon the expiration of

the period of refusal; or after 3 years
upon the effective date of the decision
to approve the registration where the
trademark is still under review of
refusal or under opposition after the
period of refusal.

for non-use for three consecutive
years without justification

1. Grounds for trademark cancellation and eligibility of pe-
titioner

Subject to Article 49 of the Trademark Law, any organization or in-
dividual may apply for cancellation of a registered trademark on the

following grounds:

(1) The trademark has become a generic name of the designated

goods/services;

(2) The trademark has not been used for 3 consecutive years after reg-

istration without justification.
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2. Filing and examination of a trademark cancellation ap-
plication

A cancellation application on the grounds that the trademark has
become a generic name of the designated goods/services after regis-
tration may be filed any time after a trademark is registered as long as
the petitioner is able to prove the grounds for cancellation.

Cancellation application filed

Application accepted and the
registrant to respond

Totally cancelled

Registration maintained Partially cancelled

Any party may start the review
procedure if dissatisfied with the
cancellation decision

Review of cancellation

Review decision made

dissatisfied with the review decisio:

Any party may appeal to court if )
n

First instance: Beijing IP Court

Second instance: Beijing High People’s Court

33



Vs

BELT AND ROAD
Intellectual Property Cooperation

16 | 12 1

K, k] 18W

| ERXEITER

R p— e B S R B 5 Y

FASPHORUS TRISULPHIDE
AR & A

The earliest date for filing a non-use cancellation application is the
first day after 3 years upon the registration of the trademark in ques-
tion. The methods for calculating the 3-year period are different for a
national registration and an international registration. Please refer to
the above table for details.

After receiving the cancellation application, CNIPA will notify the
trademark registrant to respond within 2 months upon receipt of the
notification from CNIPA.

CNIPA shall make a decision within 9 months upon receiving the can-
cellation application. Where it is necessary, an extension of 3 months
may be granted upon approval.

After the decision is made, either party may request for a review of
the cancellation decision if it is dissatisfied with the decision and may
further file an administrative lawsuit with the Beijing IP Court if it is
dissatisfied with the review decision.
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Chapter X:
Recordation of Trademark License

Registered TM

License agreement reached

Recordal application filed

Notification and publication of JEiZSuERTRe11s)itaY
recordation 1. information of the TM licensed

2. name of the licensee

3.license term (no longer than the validity term of the
licensed TM)

3. goods/services on which the TM is licensed

A trademark license shall be recorded in CNIPA by the licensor pur-
suant to Article 43 of the Trademark Law.

1. Documents required for trademark license recordation

(1) Copies of the identity documents of the licensor and the licensee
and Chinese translation thereof (where they are in a foreign lan-
guage);

(2) A Power of Attorney signed by the licensor (where a trademark
agency is used);
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(3) If the application is filed in paper, an application form for trademark
license recordation jointly signed by the licensor and the licensee
shall be submitted. Such a form is not required for electronic filing.

2. Certification and publication of trademark license recor-
dation

Where a trademark license is recorded, CNIPA shall issue a license re-
cordation certification to the licensor and make a publication thereon.

3. Legal force of trademark license recordation

Trademark license recordation is an antagonistic requirement for
a trademark license rather than a precondition for it to take effect.
Subject to Article 43 of the Trademark Law, the trademark license is
still effective between the parties without recordation,but shall not
be used against a bona fide third party. Therefore, timely recordation
of a trademark license is important for the protection of the licensee’s
interests.
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Chapter XI:
Withdrawal of Trademark Application and
De-registration of Registed Trademark

TMs in application

Registered TMs

De-registration application Partial de-registration is

Withdrawal application filed

filed allowed

Examination

De-registration approval and New registration certificate
publication to be issued in case of partial
de-registration

1. Withdrawal of trademark application

Examination

Withdrawal approval

A trademark applicant may, before a trademark is registered, request
to withdraw the application for trademark registration.

(1) Documents required for withdrawal of trademark application:
a. A copy of the applicant’s identity document and the Chinese trans-
lation thereof (where it is in a foreign language);
b. A Power of Attorney signed by the applicant (where a trademark
agency is used);
c. Where the name of the applicant is changed, the applicant shall
file the application for withdrawal in the amended name and submit
certification documents on the name change issued by the relevant
authority and the corresponding Chinese translation thereof (where
they are in a foreign language)
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d. If the application is filed in paper, the application form signed
by the applicant shall be submitted. Such a form is not needed for
electronic filing.

(2) Where the withdrawal application is approved, CNIPA shall issue a
notification to the applicant.

2. De-registration of registered trademark

Subject to Article 73 of the Implementing Regulations, where a trade-
mark registrant wishes to de-register a registered trademark in full or on
certain designated goods/services, an application for de-registration of the
trademark should be filed in CNIPA, and the original trademark registra-
tion certificate should be returned to CNIPA at the same time.

(1) Documents required for de-registration of registered trademark:

a. A copy of the registrant’s identity document and the Chinese trans-
lation thereof (where it is in a foreign language);

b. A Power of Attorney signed by the registrant (where a trademark
agency is used);

c. The original Trademark Registration Certificate. Where the appli-
cant fails to submit the original certificate, he/she is required to pro-
vide the reasons;

d. If the application is filed in paper, an application form signed by the
registrant shall be submitted. Such a form is not needed for electronic
filing.

(2) Where an application for the de-registration of a registered trade-
mark is approved, CNIPA shall issue a notification and publish the
de-registration; where the de-registration only applies to part of the
designated goods/services, CNIPA shall in the meanwhile issue a new
Trademark Registration Certificate.
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Chapter XII:
Protection of Registered Trademark

Dual-track protection and enforcement in the
event of a trademark infringement

Administrative
protection

Judicial protection

Civil litigation

Criminal litigation

Local Organs concerned:
oroperty. el Competent O horiies.”
administrative procuratorates and
authorities competent courts
= = = =
Main legal liability: | |+ cessation of * cessation of
) rff?’si;agféﬁe?ftt infringementt irg‘ringeme(:ntt o * cessation of
Iniringeme * confiscation * damages (punitive | | jnfringementt
N confiscation (Note: only damages) y fixegg— —
fine applicable to TMs for| |*elimination of N
*destruction of goods and to negative effect imprisonment
infringing goods infringing acts *destruction of * fine
relating to infringing goods
imported/exported
goods.)

The Chinese government has always attached great importance to the

protection of trademark rights. The Trademark Law provides a dual-

track protection mechanism composed of administrative protection

and judicial protection. In a trademark infringement dispute, the par-

ties may settle the case through negotiation. Where either party is un-

willing to negotiate or the negotiation fails, the trademark registrant
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or an interested party may refer the case to a competent administra-
tive authority or file a lawsuit in a competent court. The administra-
tive authority includes both local intellectual property administrative
authorities and local customs, but the customs can only handle cases
involving imported or exported goods.

1. Administrative protection

(1) Protection through the intellectual property administrative author-
ities

The trademark registrant or an interested party may lodge a com-
plaint with a local intellectual property administrative authority at or
above county level and request for an investigation and punishment
on trademark infringement. The intellectual property administrative
authorities may also conduct ex officio actions to investigate and deal
with trademark infringement.

The intellectual property administrative authorities are responsible
for conducting investigations and rendering decisions on trademark
infringements, yet they are not responsible for settling disputes on
damages between the parties. Where a dispute arises in connection
with the amount of damages, the parties may request for mediation
by the competent intellectual property administrative authority. The
agreement reached by the parties through the mediation is not legal-
ly enforceable. Where the parties fail to reach an agreement in the
mediation or fail to perform the mediation agreement, they may file a
lawsuit in a competent court.

Where the intellectual property administrative authorities find that
infringement is established, it shall order the infringer to immedi-
ately cease the infringing acts, and shall confiscate and destroy the
infringing goods and equipment mainly used for manufacturing the
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infringing goods or forging the registered trademark. Where the il-
legal business revenue amounts to RMB 50,000 or above, a fine of up
to five times of the illegal business revenues may be imposed on the
infringer; where there is no illegal business revenue or the illegal busi-
ness revenue is less than RMB 50,000, a fine of up to RMB 250,000
may be imposed on the infringer. If a party has committed trademark
infringement for two or more times within five years or has any other

serious circumstances, it shall be subject to a severer punishment.

(2) Protection through the customs

Where a trademark registrant or an interested party finds that
suspected infringing goods are being imported or exported, it may
request the local customs at the relevant port to detain such goods.
Where the local customs finds that any imported or exported goods
are suspected to infringe upon a registered trademark recorded in the
customs, it shall notify the trademark registrant in writing. Customs
recordation of a registered trademark is a prerequisite for the customs
to take protective measures. An application for customs recordation
shall be filed with the General Administration of Customs of the Peo-
ple’s Republic of China (GACC). Where the customs, after investiga-
tion, determines that the suspected infringing goods under detention
have infringed upon a trademark right, it shall render an administra-
tive decision and confiscate the goods.

2. Judicial protection

(1) Civil litigation

The trademark registrant or an interested party may bring a civil lit-
igation against the trademark infringement to a competent court, re-
questing cessation of infringement and elimination of negative effects
and seeking damages.
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The amount of damages for infringement shall be determined based

on the actual loss suffered by the right holder as a result of the in-
fringement; if it is difficult to determine the actual loss, the amount
of damages may be determined pursuant to the profit gained by the
infringer from the infringement; if it is difficult to determine either
the loss of the right holder or the profit gained by the infringer, the
amount of damages may be reasonably determined as a multiple of
the trademark royalties. For a malicious infringement upon a trade-
mark right which involves serious circumstances, the amount of
damages may be determined as an amount more than one time of the
amount that is determined according to the aforesaid method but less
than five times of the same. The amount of damages shall cover the
reasonable expenses paid by the right holder for stopping the infring-
ing act.
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Where none of the aforesaid actual loss, profit, reasonable royalty can
be determined, a statutory damage may be decided by the court, ie,,
damages in an amount up to RMB 5,000,000 based on the circum-
stances of the infringing acts.

(2) Criminal litigation

Where a crime is committed in a trademark infringement, the in-
fringer shall, in addition to the civil liability and payment of damages
to cover the losses of the infringed party, be subject to criminal liabil-
ity in accordance with the law. Acts of infringement upon either a
trademark for goods and a trademark for services could both consti-
tute a crime, and the infringer may be sentenced to imprisonment of
up to 10 years, plus a fine. Investigation in a trademark criminal case is
generally conducted by a public security authority, and the relevant
people’s procuratorate shall initiate a public prosecution in a compe-
tent people’s court.

3. Comparison between administrative protection and judi-
cial protection for trademark rights

Administrative Protection Judicial Protection
Protection
through intel- . .
lectual property Szt oL Civil litigation C.r.1m1pa1
. . the customs litigation
administrative
authorities
Any trademark | Trademark infring- | Any trademark | Any trademark
Applicable infringing acts ing acts involv- infringing acts | infringing acts
conditions ing imported or committing a
exported goods crime
Protected Trademarks for | Trademarks for Trademarks for | Trademarks for
richts both goodsand | goods only both goodsand | both goods and
& services services services
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Administrative Protection Judicial Protection
Protection
il Protection through e Criminal
lectual property Civil litigation e e
s . the customs litigation
administrative
authorities
Local intellec- Local customs at Local primary | The primary
tual property the port of import | or intermediate | court at the
administrative or export of the people'scourts | place where
T authoritiesat or | suspected infring- | at the place of the crimeis
Jurisdiction X o e .
above county ing goods infringement or | committed or
level at the place at the domicile | at the place of
of infringement of the defen- residence of the
dant defendant, as
appropriate
-cessation of -cessation of in- -cessation of -fixed-term
infringing acts; | fringing acts; infringing acts; | imprisonment;
-confiscation and | -confiscation of -confiscation -payment of
destruction of infringing goods; and destruction | fines;
Main Legal infringing goods | -other. of infringing -other.
PR and manufactur- goods and man-
liabilities - .
ing tools; ufacturing tools;
-payment of -payment of
fines; damages;
-other. -elimination of
negative effects;
-other.
-The procedure is | -The procedureis | -A judicial deci- | -A judicial
simple and fast, |simpleand fast,and |sionisfinaland |decision is final
and hasobvious | hasobviousadvan- | canrender civil | and effectively
advantages tagein preventing | damages. deters trade-
in preventing continued mark crimes.
. continued in- infringing acts. -The procedure
Comparison L .
. fringing acts. is more com- -A casehasto
of main fea- . . . .
tures -An administrative | plicated and meet relatively
-An adminis- decision is not final | slower, and the | high criteria
trative decision | and cannot impose | plaintiff hasto |inorder to be
isnotfinaland | damagesonthein- | bear a heavy accepted by the
cannot impose fringer; in addition, | burden of proof. | court.
damagesonthe | itcan only be taken
infringer. against imported
or exported goods.
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